TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore ABRAMS, STAAB and BAHR, Adnministrative Patent Judges.

STAAB, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fina

rejection of clainms 16-32, all the clains currently pending in

! Application for patent filed April 5, 1995. According
to the appellant, the application is a division of Application
07/ 924,139, filed August 3, 1992.
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t he application.

Backgr ound
The subject matter on appeal in this application is
related to the appeal ed subject matter in parent application
07/924,139. In Appeal No. 95-4329 in the parent application,
a merits panel of this Board affirned the exam ner’s deci sion
finally rejecting the appeal ed cl ai ns thereof.

The | nventi on

Appel l ants’ invention pertains to a method of controlling
the dose of dentifrice used for a brushing of teeth. As
stated on page 3 of the specification:

[ The] invention is directed to a color coded
toot hbrush that is designed to instruct as to the
proper dose of dentifrice to use for a brushing.

The toothbrush has bristles of at |east two
different colors. The bristles of a first color are
in a nunber such that when a dentifrice is deposited
only on these colored bristles of the toothbrush the
person will be using only about 0.1 grams to about
0.75 grans of dentifrice, and preferably about 0.1
grans to about 0.4 grans of dentifrice. The anopunt
will depend to a | arge degree on the end surface
area of the tufts bristles onto which the dentifrice
is to be deposited.

I ndependent claim 16 is illustrative of the appeal ed
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subject matter and reads as foll ows:

16. A nethod of controlling the dose of dentifrice used
for a brushing conprising providing a toothbrush wherein the
bristles are conprised of at |east two different colors and
wherein the bristles of one color provide a pattern such that
when the bristles of said pattern support a dose of dentifrice
deposited thereon the dose is fromabout 0.1 to 0.75 grans of
dentifrice, and depositing a dose of dentifrice onto said
bristles of said pattern to substantially cover said bristles
of said pattern and to deposit a dose of dentifrice of about
0.1 to about 0.75 grans thereon.

The Prior Art

The following reference is relied upon in support of a
rejection under 35 U . S.C. § 103:

Fl ei scher 2,795,043 Jun.
11, 1957

In addition, the exam ner relies on appellants’ admtted
prior art (AAPA) as set forth on page 2 of the specification.
Page 2 of the specification reads as foll ows:

There are brushes that have a nulti-col or
bristle pattern. However, there are no toothbrushes
where the bristles are color coded so as to regul ate
the dose of dentifrice that is used. |In various
prior art toothbrushes the bristles are of different
colors for decorative purposes, to serve as an
i ndi cat or when the brush should be changed, or to
i nstruct as to proper brushing techniques. U S
Pat ent 3,188,673 discloses a toothbrush that has
different color bristles in order to instruct
children the proper brushing techniques. In this
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patent there is shown the use of blue and white
bristles or green and white bristles. In U S
Patent 4,403,623 the bristles appear to be of two
different colors. |In this instance the bristles of
one color are softer than the bristles of another
color. . . . In U S Patent 4,802,255 there is
shown a brush where sone of the bristles have a dye
that has penetrated part of the distance through the
bristle. During usage this dye is gradually

di ssipated with the effect that when the dye is
almost fully lost fromthe bristles that this is
time to replace the brush

The Rej ection

Clainms 16-32 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over AAPA in view of Fleischer.

On page 4 of the specification, the exam ner finds that
Fl ei scher

t eaches devices for the neasurenent and
adm ni stration of nedicines and a nethod for use of
the sane. The devices generally consist of a spoon
shaped article in which one portion contains
cal i brated containing nmeans marked with “suitabl e
i ndicia” for nmeasuring the dose to be adm ni stered,
t hereby preventing an excessive dose from bei ng
transferred to the patient (col. 2, lines 39-62).
The general teachings are the use of a single device
in which a required dosage i s neasured by the use of
calibrated indicia and then the sane device is used
to orally adm nister that dose to the patient.

Based on these findings and the AAPA teachings, the
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exam ner concl udes:

. the Admitted Prior Art with the teachings of

FI ei scher woul d have fairly suggested to one of
ordinary skill in the art to use calibrated markings
to nmeasure out a dose of an effective dental agent,
such as “pea size anounts” of dentifrices, onto a

t oot hbrush which is then used to adm ni ster that
dosage. One skilled in the art of dentifrices would
have reasonably | ooked to anal ogous nedi cal s [sic,
nmedical] arts to find solutions to adm nistering
safe but effective dosages of naterials of a
medi ci nal nature. The use of indicia to calibrate
an effective dose is taught by Fleischer w thout
limtation as to color or design. Since indicia are
nmerely markings, this would enconpass |inear
mar ki ngs or patterns in outline or of a single color
as long as the pattern was calibrated to be
representative of the dose to be adm nistered. The
conmbi nation of references therefore would have
suggested the use of calibrated indicia, including a
first colored area or certain shape on a toothbrush
for a child s dose, within or adjacent to a second
col or or shape so as to provide the user with

gui dance as to [the] amount of toothpaste to be
deposited thereon. The nethod of use would be the
depositing of the dose substantially within the
calibrated area as marked by indicia, and then the
adm ni stration of that does fromthe sanme device.

[ Answer, pages 4-5.]

Qpi ni on
Rej ecti ons based on 35 U. S.C. 8 103 nust rest on a
factual basis. In re Warner, 379 F.2d 1011, 1017, 154 USPQ
173, 177-78 (CCPA 1967), cert. denied, 389 U S. 1057 (1968).

In maki ng such a rejection, the exam ner has the initial duty
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of supplying the requisite factual basis and may not, because
of doubts that the invention is patentable, resort to
specul ati on, unfounded assunptions or hindsight reconstruction
to supply deficiencies in the factual basis. Id.

In the present case, the exam ner has inappropriately
generalized the teachings of Fleischer far beyond what one of
ordinary skill in the art would have reasonably gl eaned
therefromin an vain attenpt to find sone comon ground
bet ween the cl ained nethod and the applied prior art. This
hi ndsi ght anal ysis of what Flei scher woul d have suggested to
the ordinarily skilled artisan is inproper. The nmere fact
that the prior art could be so nodified would not have nade
the nodification obvious unless the prior art suggested the
desirability of the nodification (see In re Gordon, 733 F.2d
900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984)). Here, the
exam ner’ s concl usi ons of obvi ousness are based on a hindsi ght
reconstruction of the clainmed invention fromi sol ated
di sparate teachings in the prior art. It follows that the
exam ner’s rejection of clains 16-32 as bei ng unpatentabl e

over the conbi ned teachings of AAPA and Fl ei scher cannot be
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sust ai ned.
Remand to the Exam ner

The presently appealed clains are directed to a nethod of
controlling the dose of dentifrice whereas the appeal ed cl ai ns
in the earlier nmentioned parent application 07/924, 139 were
directed to a toothbrush for controlling the dose of
dentifrice. Notwithstanding this difference, we are struck by
the simlarity between the presently appeal ed clai ns and those
involved in the appeal in the parent application. 1In
particular, the nerits panel in the prior appeal found that
the clains on appeal therein

are conpletely silent as to whether the remaining

bristle ends on the toothbrush head are covered or

not covered by dentifrice. Thus, as the exam ner

has correctly observed, there is no limtation as to

the total anmpunt of dentifrice that can be deposited
on all

of the bristle ends on the toothbrush head taken as a
whole. That is, insofar as the clains on appeal are
concerned, all of the bristle ends (including the

bristles of both colors inclaiml1l . . . ) could be
covered with dentifrice and the limtations of these
clainms still be satisfied. [Prior decision, page 6.]

In that at |east independent claim 16 on appeal here also is

silent as to whether or not toothpaste is applied to the
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bristles of the color not making up the pattern, the above

cati on 08/417, 419

quoted remarks apply as well to at |east independent claim 16.

In affirmng the examner’s rejection of the appeal ed

clainms in the prior appeal based on Best, the nerits pane

went

the Best reference? cited by the exam ner against the clains

on to state:

The anmount of surface area covered, as well as al

of these “other factors,” nornmally very anobng users
dependent upon the habits of a particular user, and
may even vary fromday-to-say with respect to a
particul ar user. Considering all these vari abl es,
we believe that the exam ner had a reasonable basis
to conclude that when the toothbrush of Best is used
in a normal and customary manner that, at |east at
sonme point in tinme, the clainmed amount of dentifrice
woul d be deposited on Best’'s pattern by the users
thereof. This is particularly the case, considering
the relatively |arge ranges being clainmed as to the
amount of dentifrice deposited (0.1 to 0.75 grans in
the case of clainms 1-3, 5-11 and 13-15 and 0.1 to
0.4 granms in the case of clainms 4 and 12). [Prior
deci si on, page 7; enphasis added. ]

In light of the above, the exam ner is urged to consider

in the parent application and the rationale of the nerits

panel

in affirmng the exam ner’s rejection based thereon.

appl i

In

>The Best reference (i.e., French patent 1,233,465, wth
transl ation) has been made of record in the present

cation by appellants in an Information Disclosure

Statenent filed August 25, 1995 (Paper No. 6).
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particul ar, the exam ner shoul d consider whether claim16 and
any other of the pending clains in the present application
pat entabl y di stingui sh over Best.
Sunmary
The final rejection of clains 16-32 as bei ng unpatentabl e

over AAPA in view of Fleischer is reversed.

This application is remanded to the exam ner for
consi deration of the patentability of the appealed clains in
light of the Best reference, of record.

The decision of the exam ner is reversed.
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REVERSED AND REMANDED

NEAL E. ABRANMS )
Adm ni strative Patent Judge

BOARD OF PATENT
LAWRENCE J. STAAB

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge

N N N N N N N N N N N

LJS/ pgg

M chael J. MG eal

Col gat e- Pal nol i ve Conpany
909 R ver Road

Pi scat away NJ 08855
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